Remarks 



Claims 1-33, 35-40, 42, 43 and 46-77 remain in this application. Claims 34, 41 , 44 
and 45 have been canceled. Claims 1-30 have been withdrawn as the result of an earlier 
restriction requirement. 



Obiection to Clalm.s 35. 59 and fif) 

Claims 35 and 59-60 have been objected to. The Examiner contends that the 
claims contain method limitations that are given little to no patentable weight In article 
claims. Specifically, the Examiner objects to the following limitations: claim 35 recites the 
limitation that the non-adhesive forms are applied by printing; claim 59 recites that the 
thickness of the non-adhesive forms is sufficient to cause deformation of the facestock 
upon application to the substrate; and claim 60 recites the limitation that the non-adhesive 
matenal forms are applied by vacuum metallization or sputtering. 

Applicants have amended claim 35 to recite that the pattern of non-adhesive 
matenal forms comprises a plurality of printed non-adhesive material. Claim 59 has been 
amended to recite that the thickness of the non-adhesive material forms is sufficient to 
result in deformation of the facestock upon application of the adhesive article to a 
substrate. Neither claim 35 nor claim 59 includes a method limitation. Furthermore claim 
60, which recites a pattern of vacuum metalized or sputtered deposits of non-adhesive 
matenal forms, does not include a method limitation. Therefore, Applicants respectfully 
request withdrawal of the objection to claims 35, 59 and 60. 

Reiection of Cla ims 31-33. 3.5-40. 42. 46-59 , 
55 and 59 under 35 U.S.C. §1 03( a) 
Claims 31-33, 35-40, 42. 46-52, 55 and 59 have been rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Rusincovitch et al. (US Pat. No. 5,675,787). The 
Examiner contends that Rusincovitch discloses an adhesive article comprising a release 
liner, a continuous layer of adhesive adhered to the release liner and a pattern of non- 
adhesive material forms embedded into the release surface of the release liner. The 
Examiner has relied, in part, on Figure 4B of Rusincovitch as support for his position that 
the non-adhesive forms are embedded into the release surface. The Examiner has also 
relied on Applicant's specification for a teaching to modify the article of Rusincovitch. The 
Examiner contends that, in the absence of unexpected results, Rusincovitch et al teach 
an equivalent method of forming the release liner and the non-adhesive material forms 
would inherently become embedded to a height equal to or below the top plane of the 
release liner given the equivalence in the method of forming the release liner, i.e., the use 
of rollers prior to the application of the adhesive layer. 

Applicants respectfully disagree with the Examiner's contention. Rusincovitch does 
not disclose, teach or suggest embedding a pattem of non-adhesive material forms in the 
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release surface of the release liner. Rather. Ruslncovitch teaches that the non-adhesive 
forms are printed on the surface of the release liner. (Col. 5, line 66 to col. 6 line 3; and 
col. 6, lines 57-59) Figure 4B of Rusincovitch shows the non-adhesive forms on the 
surface, and not embedded into the release liner. Rusincovitch further states at column 
6, lines 60-61 that the printed ink spacers protrude from the flat surface of the release liner. 
The rollers of Rusincovitch that the Examiner has referred to (e.g., rollers 56 and 58 in 
Figures 3 and 7, and rollers 56, 82, 86 and 88 in Figure 4A) are not disclosed nor 
suggested as being capable of embedding the printed spacers into the release liner. Upon 
rolling of the adhesive article of Rusincovitch, the pattem of non-adhesive spacers 
transfers to from the release coating to the adhesive coating. (Col. 4, lines 56-58.) 
Rusincovitch does not disclose, teach or suggest that the spacers are fully embedded into 
the release coatings such that the upper surface of the spacers is even with or below the 
plane of the upper surface of the release coating. 

The apparatus of Rusincovitch shown in Figure 3 and the corresponding disclosure 
(col. 5, lines 24-61) does not include embossing rollers. Rather, the printed release liner 
IS advanced through the apparatus with idler rollers 56 and 58. The apparatus of 
Rusincovitch shown in Figures 4A and 7 and the corresponding disclosures (col. 6, lines 
5-10 and col. 7, lines 7-1 3, respectively) also do not include embossing rollers. While each 
of the apparatus of Figures 4A and 7 include a station for combining the substrate and the 
printed release liner by passing the moving release liner and substrate through a rubber 
nip roller 82 and a cooling can. there is no disclosure or suggestion that the release liner 
IS heated and sufficient pressure is exerted to embed the spacers fully into the release 
liner. Rather, the spacers are transferred to the adhesive surface from the release surface 
of the liner. (Col. 12,lines, 4-6). In the process for making Applicants' claimed adhesive 
articles, embedding temperatures are typically in the range of about 150° to about 300°F 
and the embedding pressure is typically between 25 to about 150 psi, with lower 
embedding pressure required for higher embedding temperatures. (See paragraphs 0048 
and 0049 of the specification.) The pressure exerted by the idler rollers and nip rollers of 
Rusincovitch onto the printed release liner is insufficient to embed the spacers of 
Rusincovitch into the release liner. Therefore, the process of Rusincovitch is not 
equivalent to the process by which the adhesive article of the present invention is made 
and further, the process of Rusincovitch would not inherently result is the claimed adhesive 
article. Accordingly, Applicant respectfully requests withdrawal of the rejection of claims 
31-33, 35-40, 42, 46-52, 55 and 59 under 35 U.S.C. §1 03(a). 

Reiection of Claim s 31-33. 35 37. 42-43. 49-^3 . 
55 and 59 under 35 U.S.C. §1 03( a) 
Claims 31-33, 35-40. 42-43. 46, 49-53, 55 and 59 have been rejected under U.S.C. 
§103(a) as being unpatentable over Calhoun et al. (US Pat. No. 5,141,790) in view of 
Rusincovitch et al. (787). The Examiner contends that Calhoun et al. disclose an adhesive 
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article compnsing a release liner having a top release surface and a bottom surface a 
contmuous layer of adhesive having a bottom surface and a top surface and end edges 
wherein the bottom surface of the adhesive is adhered to the top release surface of the 
release l.ner such that the non-adhesive material forms have a top surface wherein the top 
surface of the material fomis is even with or below the plane of the top release surface of 
Tnotn * T/ Examiner further contends that Rusincovitch et al. explicitly attempt 
TSJT,T """"""^'^^ <=^"'°""' "'^'"ly "se of glass microspheres by using ink 
nstead of the mrcrospheres. It is the Examiner's position that it would have been ob 'ous 
to one of ordinary skill in the art to have modified Calhoun et al. by replacing the glass 
microspheres with the non^dhesive material ink as taught by Rusincovitch in order o 
provide a repositionable adhesive wherein the non-material forms are not noticeable when 
viewing the substrate from the facestock surface. 

», '^PP''^ "'^^f P«*"lly disagree with the Examiner's contention. Rusincovitch et al 

atcoU,mn2 l,nes21-24acknowledgethedisadvantagesand defects ofthe prior art Which 
mcU^des Calhoun 790. However, Rusincovitch's solution is to print spacers on the surface 

r ' ''""^ ^" ^° 'hat the spacers 

onln n 1" °' '«ach or suggest 

Th HH *^ liner and then 

emtedding the non-adhesive material fomis so that the top surface of the non-adhesive 
material forms ,s even with or below the plane of the top release surface of the Please 
^ner. As discussed above, the process of Rusincovitch in not equivalent to the process 
by Which the adhes^e article of the present invendon is made and further, t e process o 
Rusincovitch would not inherently result in the claimed adhesive article. AccoZly 
Applicant respectfully requests withdrawal of the rejection of claims 31-33 3W0 42^3 
46, 49-53, 55 and 59 under 35 U.S.C. §1 03(a). 

Rejection of Claim s 47-4« under 35 U.S.r: {} ir «fa) 
Claims 47 and 48 have been rejected under 35 U.S.C. §103(a) as beina 
unpatentable over Calhoun et al. {790) in view of Rusincovitch et al. (787), and furthe in 

v,ewofP,amthottame.al.(USPat.No.5,iao,635).TheExaminercon.endsthatC^^^^^^^^^^^ 
andRusincovitchteachlheadhesivearticleofAppli^ 

ail to teach porous, elastomeric non-adhesive material fonns, it would have been obvious 
to one of ordinary skill in the art to modify Calhoun and Rusincovitch to include porous 
etestornenc materials as taught by Planthottam et al. in order to reduce the density of the 

rf^.^H f ^^^P^-^W^NVdisagrees with the Examiner's contention. Plamthottam et al 

of a mbber based adhesive matrix within which microspheres are mixed The 
microspheres may be solid, hollow or porous and rigid or elastomeric. Planthottam does 
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spacers of Rusincovitah. Furthermore e^n iuZ! ! ^ °' '"^ ""^^"^ 

such a modification the re^nZn: ''.^ ^ ««3<=Wng or suggestion for 

adhesive artid a^cl VAppto^n; rer'""'/^"' °^ 
wi.hd.wa, Of the reie^ion of cJaimst'under u S c'^^lT'T"!- "^""'^ 
ai. (790, in view of Rusincovitch and ^rther in vie!o, Pianfho«am °" 

^, . Rejection of Claims 54 anri ■;fi.^« , ,nder .is 1 1 g r 5 I03fa) 

Ciaims 54 and 56-58 have been rejected under 35 U S C s k • 

unpatentable over Calhoun etal (USPatsntWn •CiATyLt ^ ''®'"9 

andfurtherinviewofCalho „ urPatentr5 5 5 7^^^^^ 

it would have been obvious th,r.„nh „ . "'^^^•"B)- The Examiner contends that 
Calhoun (■muTZ^Z^^jT" T™'"*"""' °" '«^^Wngs of 

includes two separate adhe,;! ?!! ' '^'^ ' '='^""e'' i" daims 56-58 

as Claimed i oTarm M nZi/r'T'''"''^ 

Furthermore^stTus^e to: cThot;;ma:dR"'"'^^ ^"^^^'^^ 

==sTcru:s^^^^^ 

re.es.wlthdrawalo;S.r;^r5:l^^^^^^^^^^^ 

Claims 60-62, 6^:72^;J77^:^^ 
unpatentable over Calhoun et al. (790) in view of TorobM4 582 53?f I ' 

contends that although Calhoun (790 fails to teachThe . t !^ ^'"^'""^ 

V c^y; idiis 10 leacn the use of vacuum metalized or 
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,n<^d,ng a vacuum metalized or spu«ered .eta, layeron the miorosp e" for^ pu ose 

Applicants respectfully disagree with the Examiner's contention Claim 60 ha.= h»«„ 
amended to clarify that the non-adhesive material fom,s are tcuurmetate^^^^^^^ 
C^Z r % "°' ^'^""'"9 9'^^= -icrespheresTharhavrbeen 

Rejection of Claims fi.-^-fif^ .mder 35 1 1 s n f^m^ 
Claims 63-65 have been rejected under 35 1 J r RinQ/^x ^ u • 
over calhoun ,790) in view of Tolin (.Mrand furihe;^^v^:'oTGB' I's^ 

ofo~rt;r:rhr'^"d^ 
a.>over'::i:;rc::L'f79ra::? 
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Troe'ZfT'Z! "^.'=""'" -^-^'-^ °^ =P"«ered layer of metal deposited on the 
surfaces of the glass microspheres. Torobin discloses that such metalized glass 
moospheres are useful as insulating materials and filler materials. CaThoun ^90 
discloses individual particles or clumps of particles that are used to fill a depressVn in a 
Zh' "'fJ!^ deficiencies of C oun nd 

and then TT T' 'ape of Ca 

and then further modifying the adhesive tape of Calhoun to include a plura^^ty of clumps 
in the fom, of a line or grid would not result in the invention as claimed by AppSts 
Nerther Calhoun (790) nor Torobin nor GB ■060, alone or in combination disclose 
suggest vacuum metalized or sputtered deposits of non-adhesive materia fo js 
60 and her ' -'-se liner. In viewofthe amendme o d 1 
60 and the foregoing remarks, Applicants respectfully request withdrawal of the reiec^^ 
and allowance of claims 63-65. rejection 



■Rejection of Claim... 7?i ann 75-77 iinffcr ^i-i u.s.C. St m f a) 
Claims 73 and 75-77 have been rejected under 35 U.S.C. §103(a) as beinc 
npa enta le over Calhoun (790) in view of Torobin (•534), and further in view of Calhoun 
( 1 78). The Examiner contends that it would have been obvious to one of ordinary skill to 
have modmecl Calhoun (790) and Torobin (^534) to include a second layer oSsl as 
taught by Calhoun ('1 78) in order to provide an adhesive article with varying pCert es v a 
the use Of multiple adhesives wherein one adhesive pmvides the ITcte J h 
re^o..onabi,ity and the other builds bond strength though aging and': bondt t: a 

Applicants respectfully disagree with the Examiner's contention. Calhoun ('178) 
^^;^-P°*;*«-«. °r in other words, a single adhesive layer made up o Z 
distinct adhesives having different viscoelastic properties. The Examiner Z 

teach ng of two distinct adhesive layers is actually an illustration of roll of tape tha 
partially unwrapped. (Col. 7, lines 1-5.) Applicant's invention as claimed in c laTms 75 77 

s c a^^irrm73 "T^ """^'^^ '^^^ APPllcant'sS 
as claimed ,n claim 73 includes two release liners separated by an adhesive layer 

Furthermore, as discussed above, Calhoun ('790) and Torobin do L disdose teach o, 

suggesttheadhesivearticleas Claimed byApplicant, and Calhoun('178)doernotcurr^^^^^ 
deficiencies o Calhoun {'790) and Torobin. Accordingly, Applicant respectfu y request 
withdrawal of the rejection of claims 73 and 75-77 under 35 U.S C § 1 03(a) 
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Conclusion 

In view of the foregoing amendment and remarl<s, Applicant respectfully submits 
that the Examiner's rejections have been overcome and respectfully requests allowance 
of claims 31-33, 35-40, 42, 43 and 46-77. 



Respectfully submitted, 

RENNER. OTTO, BOISSELLE & SKLAR, LLP 



1621 Euclid Avenue 
Nineteenth Floor 
Cleveland, Ohio 44115 
(216) 621-1113 



By_ 




Heidi A. Boehlefeld, RegHslo. 34,296 
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